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REMARKS/ARGUMENT 

Description of Amendments 

Claim 34 is currently amended to include the word "in" that was inadvertently 
omitted from the prior response. No new matter is introduced. Claims 34-51 remain 
pending. 

Reconsideration and removal of the rejections are respectfully requested. 



Rejections under 35 U.S.C. $102 

Claims 34-38, 40, 42, 43, 45, 46, and 48 were rejected under 35 U.S.C. § 102(b) as 
being anticipated by U.S. Patent No. 5,947,975 ("KikuchF). Applicant respectfully traverses. 

Claim 34 

Kikuchi fails to expressly or inherently describe "wherein the elastic backing support 
is in a relaxed state when the lens holder is in the open position, and wherein the elastic 
backing support is clastically deformed when the lens holder is in the closed position ," as 
recited in claim 34. 

The Office states that Kikuchi discloses "a lens holder including two reinforced 
peripheral regions (5a, 5b), [a] backing support (5) formed of plastic having elasticity 
(column 7, lines 4-5)" (Office Action at 2). As best understood, the Office equates the 
bottom part of Kikuchfs enclosing member (5) with the "backing support" of claim 34. The 
bottom part of the enclosing member (5) is shown in Kikuchi FIGS. 14 and 15, which are 
reproduced below with Applicant's notations in boxes. 

FIG 14 
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FIG. 15 
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FIGS. 14 and 15 above show the enclosing member (5) opened and closed, 
respectively. There is no indication in FIGS. 14 and 15 or anywhere else in Kikuchi that the 
bottom part of the enclosing member (5) "is in a relaxed state" when the enclosing member 
(5) is opened (FIG. 14), or that the enclosing member (5) "is elastically deformed" when the 
enclosing member (5) is closed (FIG. 15). Therefore, the bottom part of the enclosing 
member (5) fails to meet the above-quoted elements for the "backing support" of claim 34. 

Kikuchi fails to anticipate claim 34 even if the Office were to assert that the claimed 
"backing portion" corresponds to the bottom part of the enclosing member (5) together with 
the hinges (6a, 6b). There is no indication in FIGS. 14 and 15 that any one of the hinges (6a, 
6b) "is in a relaxed state" when the enclosing member (5) is opened (FIG. 14), or that any one 
of the hinges (6a, 6b) "is elastically deformed" when the enclosing member (5) is closed 
(FIG. 15). Therefore, the bottom part of the enclosing member (5) with any one of the hinges 
(6a, 6b) fails to meet the above-quoted elements for the "backing support" of claim 34. 

The Office relies on Kikuchfs disclosure that the "enclosing member 5 is preferably 
formed from a plastic having elasticity" (col. 7, lines 4 & 5). However, this disclosure fails 
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to meet the above-quoted elements of claim 34. There is no teaching that any portion of the 
enclosing member (5) is in a relaxed or deformed state when opened or closed. 

Applicant reminds the Office that "[a] claim is anticipated only if each and every 
element as set forth in the claim is found, either expressly or inherently described, in a single 
prior art reference" (MPEP §2131). Furthermore, "[t]o establish inherency, the extrinsic 
evidence must make clear that the missing descriptive matter is necessarily present in the 
thing described in the reference, and that it would be so recognized by persons of ordinary 
skill" (MPEP §2112, IV) (emphasis added). Here, the evidence relied upon by the Office 
(col. 7, lines 4 & 5) does not make clear that the above-quoted elements for the backing 
support in claim 34 are necessarily present in the Kikuchi device. 

Accordingly, Applicant respectfully submits that claim 34 is patentably allowable 
over Kikuchi. 

Claims 38 and 46 

Kikuchi fails to inherently or expressly describe "a spherical depression in the elastic 
backing support," as recited in claims 38 and 46. 

As explained above for claim 34, the Office equates the bottom part of the enclosing 
member (5) with the claimed "backing support." There is no inherent or express description 
in Kikuchi of a spherical depression in any part of the enclosing member (5). The Office cites 
Kikuchi FIG. 15, but no spherical depression is shown. Applicant notes that "[i]nherency ... 
may not be established by probabilities or possibilities..." (MPEP §2112). The Office's 
assertion of the existence of a spherical depression in the Kikuchi device amounts to 
speculation and fails to meet the burden of proof for inherency. 

Accordingly, Applicant respectfully submits that claims 38 and 46 are patentably 
allowable over Kikuchi. 

Claim 42 

Kikuchi fails to inherently or expressly describe "the passage formed in the closed 
position of the lens holder has a snail-shaped cross-section at one of the passage's ends, " as 
recited in claim 42. 
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The Office does not indicate what portion of the Kikuchi device corresponds to the 
"passage" of claim 42. 

Even if the Office alleges that the claimed "passage" corresponds to the region 
enclosed by the enclosing member (5) (see FIG. 14 reproduced above), there is no disclosure 
in Kikuchi of "a snail-shaped cross-section" or spiral at any one of the alleged passage's ends. 
A "snail-shaped cross-section" refers to a spiral, as snails are known to have a spiral shell 
(see, e.g., Webster's II New Riverside University Dictionary (Anne H. Soukhanov & 
Kaethe Ellis eds. 1988) at 1099 (copy attached)). 

Accordingly, Applicant respectfully submits that claim 42 is patentably allowable 
over Kikuchi. 

Claims 35-37. 40. 42. 43. 45 and 48 

All other claims rejected as anticipated by Kikuchi (e.g., claims 35-37, 40, 42, 43, 45 
and 48) depend from base claim 34 and, thereby, include all the elements of claim 34, and are 
patentably allowable over Kikuchi for at least the same reasons given above for claim 34. 

Rejections under 35 U.S.C. § 103 

Kikuchi in view of Heyman 

Claims 39, 41 and 47 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Kikuchi in view of U.S. Patent No. 5,810,834 ^HeymarC). 

Heyman fails to cure the deficiencies of Kikuchi with respect to claim 34, so claim 34 
is patentably allowable over Kikuchi in view of Heyman. Claims 39, 41 and 47 depend from 
base claim 34 and, thereby, include all the elements of claim 34, and are patentably allowable 
over Kikuchi in view of Heyman for at least the same reasons that claim 34 is patentably 
allowable. 

Kikuchi in view of Buboltz 

Claims 44, 49 and 50 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Kikuchi in view of U.S. Patent No. 5,171,241 ("Buboltz"). 

Buboltz fails to cure the deficiencies of Kikuchi with respect to claim 34, so claim 34 
is patentably allowable over Kikuchi in view of Buboltz. Claims 44, 49, and 50 depend from 
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base claim 34 and, thereby, include all the elements of claim 34, and are patentably allowable 
over Kikuchi in view of Buboltz for at least the same reasons that claim 34 is patentably 
allowable. 



Claim 51 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Kikuchi in 
view of U.S. Patent No. 5,616,148 ("Eagles"). 

Eagles fails to cure the deficiencies of Kikuchi with respect to claim 34, so claim 34 is 
patentably allowable over Kikuchi in view of Eagles. Claim 5 1 depends from claim 34, 
includes all the elements of claim 34, and is patentably allowable over Kikuchi in view of 
Eagles for at least the same reasons that claim 34 is patentably allowable. 



In light of the foregoing, this application is considered to be in condition for 
allowance, and early passage of this case to issue is respectfully requested. If necessary to 
effect a timely response, this paper should be considered as a petition for an Extension of 
Time sufficient to effect a timely response, and please charge any deficiency in fees or credit 
any overpayments to Deposit Account No. 07-1850. 



Kikuchi in view of Eagles 



Conclusion 



Respectfully submitted, 



Date: Jan. 14, 2010 



/Norman Morales/ 



Squire, Sanders & Dempsey L.L.P. 
One Maritime Plaza 
Suite 300 

San Francisco, CA 94111 
Facsimile (415) 393-9887 
Telephone (415) 393-9857 
nmorales@ssd.com 



Norman Morales 
Attorney for Applicant 
Reg. No. 55,463 
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